Application No. 10/060,247 
Request for Reconsideration 

REMARKS 

Favorable reconsideration of this application in light of the following discussion 
is respectfully requested. 

Claims 32-49 are pending in the present application. Claims 32-49 are 
maintained by the present communication. 

In the Office Action of April 6, 2004, Claims 25-31 were rejected under 35 
U.S.C. § 103(a) as unpatentable over Kamiguchi et al. (U.S. Patent Application No. 
2002/0048128 Al, herein " Kamiguchi ' 128 ") in view of Yoshikawa etal. (Japanese 
Patent No. 1 1-154609 A, herein " Yoshikawa "); Claims 25-31 were rejected under 35 
U.S.C. § 103(a) as unpatentable over Kamiguchi et al. (U.S. Patent Application No. 
2002/0051380 Al, herein " Kamiguchi '380 ") in view of Yoshikawa : and Claims 25-31 
were rejected under 35 U.S.C. § 103(a) as unpatentable over Dykes et al. (U.S. Patent No. 
5,668,688, herein " Dykes ") in view of Iwasaki et al. (U.S. Patent No. 6,159,593, herein 
" Iwasaki ") and Yoshikawa . 

Applicants thank the Examiner for the courtesy of an interview extended to 
Applicants' representative on October 4, 2004. During the interview the differences 
between the present invention and the applied art were discussed. Further, experimental 
data prepared by the inventors that shows different characteristics of the device of the 
present invention and the devices of the applied art was discussed. No agreement was 
reached, pending the Examiner's detailed consideration of a filed response. 

Regarding the rejections of Claims 25-31 under 35 U.S.C. § 103(a) as 
unpatentable over the combination of Kamiguchi 6 128 and Yoshikawa , and the 
combination of Kamiguchi 6 3 80 and Yoshikawa , Applicants state that Kamiguchi 6 128 
and Kamiguchi 6 3 80 patents were owned by KABUSHIKI KAISHA TOSHIBA and were 
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subject to an obligation of assignment to KABUSHIKI KAISHA TOSHIBA at the time 
the present invention was made. Thus, Applicants respectfully submit that according to 
MPEP § 706.02(1)(1), these rejections are moot in view of the above statement. 

Applicants respectfully traverse the rejection of Claims 25-31 under 35 U.S.C. 
§ 103(a) for the following reasons. 

As discussed during the interview, Dykes is directed to a spin valve structure that 
uses a current perpendicular-to-the-plane (CPP) and does not teach or suggest a 
ferromagnetic layer having the claimed alloy composition and the claimed body-centered 
cubic crystal structure. 

Iwasaki does not cure the deficiencies of Dykes because Iwasaki specifically 
teaches a preferred alloy having a composition Coioo-xFe x with 5<X<0.4, which is 
different than the claimed alloy. 1 The outstanding Office Action relies on Yoshikawa for 
teaching a ferromagnetic layer rich in Fe and having a body-centered cubic structure. 

However, as discussed during the interview, Yoshikawa shows in Figure 6 and 
discloses at column 15, lines 27-34, a magnetoresistive element 24 placed between 
electrodes 25. The arrangement shown in Figure 6 of Yoshikawa is typical for a current- 
in-plane (CIP) structure and Applicants respectfully submit that one of ordinary skill in 
the art would not combine a CIP structure with a CPP structure because of the different 
properties of the two structures. 

More specifically, Applicants have prepared six alloys having different chemical 
compositions as shown in Table 1 of the Declaration under 37 C.F.R. § 1.132, which is 
enclosed with the present Request for Reconsideration. Examples 1 and 2 of Table 1 of 
the Declaration show that a CIP structure having pinned and free layers formed of a 

1 Iwasaki . column 5, lines 64-65. 
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single layer exhibits a same magnetoresistive ratio (MR) irrespective whether the alloy of 
the single layer has a low or high Fe content. Further, the same examples of Table 1 
show that the claimed CPP structure exhibits an increased resistance change when the 
single layer has a high Fe content comparative to a low Fe content. 

Further, a comparison of Examples 3-5 of Table 1 show that the CIP structure 
exhibits no benefit by using a particular alloy, which is contrary to the claimed CPP 
structure that exhibits an increased resistance change when the ferromagnetic layer has 
the claimed alloy. 

Thus, Applicants respectfully submit that there is no motivation to select a 
particular alloy based on the teachings of Yoshikawa to modify the CPP structure of 
Dykes because the CIP structure of Yoshikawa exhibits a same MR irrespective of the 
alloy used for the ferromagnetic layer. 

Further, Applicants respectfully traverse the obviousness rejection based on the 
combination of Dykes , Iwasaki, and Yoshikawa because there is insufficient evidence for 
a motivation to modify Dykes by incorporating the teachings of the alloy of Yoshikawa 
for the following reasons. 2 

The outstanding Office Action states that the proposed modification would have 
been obvious to one of ordinary skill in the art for obtaining a "large saturation magnetic 
flux density." 3 However, Applicants respectfully submit that a large saturation magnetic 
flux density is not necessary for the magnetoresistive device disclosed in Dykes . Further, 

2 See MPEP 2143.01 stating ,f [o]bviousness can only be established by combining or modifying the 
teaching of the prior art to produce the claimed invention where there is some teaching, suggestion, or 
motivation to do so found either in the references themselves or in the knowledge generally available to one 
of ordinary skill in the art," (citations omitted). See also MPEP 2144.08 III stating that "[e]xplicit findings 
on motivation or suggestion to select the claimed invention should also be articulated in order to support a 
35 U.S.C. 103 ground of rejection. . . Conclusory statements of similarity or motivation, without any 
articulated rational or evidentiary support, do not constitute sufficient factual findings." 

3 Outstanding Office Action, page 10, first paragraph. 
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Dykes does not suggest that further improvements are desired, nor that another feature 
should be added to further improve the spin valve structure. 

Therefore, Dykes and Yoshikawa do not provide the motivation to perform the 
proposed modification of the device of Dykes . In other words, an attempt to bring in the 
isolated teachings of the device of Yoshikawa into the device of Dykes would amount to 
improperly picking and choosing features from different references without regard to the 
teachings of the references as a whole. 4 While the required evidence of motivation to 
combine need not come from the applied references themselves, the evidence must come 
from somewhere within the record. 5 In this case, the record does not support the 
proposed modification of the device of Dykes . 

Thus, without such motivation and absent improper hindsight reconstruction, 6 a 
person of ordinary skill in the art would not be motivated to perform the proposed 
modification, and Claims 32-49 are believed to be non-obvious and patentable over the 
applied prior art. 



4 See In re Ehrreich 590 F2d 902, 200 USPQ 504 (CCPA, 1979) (stating that patentability must be 
addressed "in terms of what would have been obvious to one of ordinary skill in the art at the time the 
invention was made in view of the sum of all the relevant teachings in the art, not in view of first one and 
then another of the isolated teachings in the art," and that one "must consider the entirety of the disclosure 
made by the references, and avoid combining them indiscriminately.") 

5 In re Lee . 277 F.3d 1338, 1343-4, 61 USPQ2d 1430 (Fed. Cir. 2002) ("The factual inquiry whether to 
combine references ... must be based on objective evidence of record. ... [The] factual question of 
motivation . . . cannot be resolved on subjective belief and unknown authority. . . . Thus, the Board must not 
only assure that the requisite findings are made, based on evidence of record, but must also explain the 
reasoning by which the findings are deemed to support the agency's conclusion"). 

6 See MPEP 2141, stating, as one of the tenets of patent law applying to 35 USC 103, that "[t]he references 
must be viewed without the benefit of impermissible hindsight vision afforded by the claimed invention." 
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Consequently, in light of the above discussion, the present application is believed 
to be in condition for allowance and an early and favorable action to that effect is 
respectfully requested. 



Respectfully submitted, 
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